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1 . The restriction/election requirement of Paper No. 4 Is adhered to and made 
final for the reasons of record. 

2. Claim 4 is allowed. 

3. Claims 1-3, 5 and 6 are rejected under 35 USC 102(b) as being anticipated 
by any of Usami etal. (USP 4,644,376), Nakamura et al. (JP 01-141786) or 
Nakamura et al. (JP 02-145560). 

4. Claims 1-3, 5i 6, 13-16, 38-40 and-42-44 are rejected under 35 U.S.C. 
103(a) as being unpatentable over any of the patents to Usami et al., Nakamura 
et al. 786 or Nakamura et al. '560. 

These patents all teach heat-sensitive recording material which can 
employ N-(2-hydroxyphenyl)-p-toluene sulfonamide as a color developer (see 
column 7, lines 9 and 10). The Nakamura et al. patents additionally suggest N- 
(4-hydroxyphenyl)benzenesulfonamide a as color developer. Use of a mixture of 
sulfonamide color developers which perform the same function would have been 
obvious to one of ordinary skill in this art in the absence of unexpected. In re 
Crockett, 126 USPQ 186. USP of the position isomer [i.e., N-(4-hydroxyphenyl) - 
-p-toluenesulfonamide] of Usami et al's N-(2-hydroxy phenyl )-p- 
toluenesulfonamide would have been obvious expedient to one of ordinary skill in 
this art. In re Mehta, 146 USPQ 284. Finally, the experimental modification of 
the prior art in order of ascertain optimum operating conditions (e.g., determine 
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the composition of the paper substrate) fails to render applicants claims 
patentable in the absence of unexpected results. 

5. Claims 7-12, 17, 28-37 and 41 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over any of the patents to Usami et al. or Nakamura et al. in 
view of applicants' statement of the prior art. 

The primary references apply as per the preceding paragraph. Applicants 
acknowledge in their specification that pigment/adhesive undercoatings, UV 
stabilizers, phosphoric esters and aromatic isocyanates are conventional 
materials employed in heat-sensitive recording material. Use of these 
conventional materials for their concomitant function in the heat-sensitive 
recording material of any of the primary references would have been obvious to 
one of ordinary skill in this art in the absence of unexpected results. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Bruce Hess whose telephone number is (703) 
308-2402. The examiner can normally be reached on Monday to Friday 9 Am to 
5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Cynthia Kelly can be reached on (703) 308-0449. The fax 
phone numbers for the organization where this application or proceeding is 
assigned are (703) 308-71 15 for regular communications and (703) 308-71 15 for 
After Final communications. 
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Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
(703) 308-0661 . 




B. Hess/mn 

April 15,2003 BRUCE H. HESS 
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